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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- tf NO period for reply is specified above, the maximum statutory period will apply and wilt expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 23 March 2004 , 
2a)\3 Tfiis action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-50 is/are pending in the application. 

4a) Of the above claim(s) 36-45 is/are withdrawn from consideration. 

5) n Claim{s) is/are allowed. 

6) 13 Claim(s) 1-16.18-31 and 46-50 is/are rejected. 

7) S Claim(s) 17 and 32-35 is/are objected to. 

8) n Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10)K The drawing(s) filed on 23 March 2004 is/are: a)n accepted or b)S objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .1 21 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19{a)-(d) or (f). 
a)n All b)n Some * c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach nfient(s) 

1 ) S Notice of References Cited (PTO-892) 4\^(\ntery\ew Summary (PT0-4MLy 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pape»' No(s)/Mail Date. ^ 

3) S Infomfiation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Infomial Patent Application (PTO-1 52) 

Paper NoOVMail Date e/7&8/30/04.6/20/5, ^^ofM/^^^/(sit>6 6) □ Other. . 

U.S. Patent and Trademark Office 
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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-35 and 46-50, drawn to electromagnetic antennae with 
compensating elements, classified in class 340, subclass 572.7. 

II. Claims 36-45, drawn to RFID systems, classified in class 340, subclass 
572.1. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions II and I are related as combination and subcombination. Inventions in 

this relationship are distinct if it can be shown that (1) the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability, and (2) 
that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because RFID interrogating systems do 
not require compensating elements to function properly. The subcombination has 
separate utility such as security and anti-theft systems. 

3. Because these inventions are independent or distinct for the reasons given 
above and the inventions require a different field of search (see MPEP § 808.02), 
restriction for examination purposes as indicated is proper. 
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4. During a telephone conversation with Melissa Buss on 9/14/06 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-35 and 
46-50. Applicant in replying to this Office action must make affirmation of this election. 
Claims 36-45 are withdrawn from further consideration by the examiner, 37 

CFR 1.142(b), as being drawn to a non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(1). 

Drawings 

6. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
description: 12 and 12D. Corrected drawing sheets In compliance with 37 CFR 
1 .121 (d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheef pursuant to 37 
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CFR 1 .121 (d). If the examiner does not accept the changes, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 



Specification 

7. The disclosure is objected to because of the following informalities: 

- Paragraph 6, Lines 2-4: Reference numbers are typically not used in the 
Summary of the invention. 

- Paragraph 30, Line 8: The word "reasonable" should be replaced with » 
reasonably-. 

- Paragraph 37, Line 7: The word "my" could be replaced with -may-. 

- Paragraph 73, Line 3: It appears that the word "a" is not needed. 
Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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9. Claims 1. 4. 6, 10, 13-15, 19, 21. 26-28, and 30 are rejected under 35 

U.S.C. 102(e) as being anticipated by Liu et al [WO 03/096478] (supplied by applicant). 

For claim 1 . the compensating element (No. 30 or 50) of Liu has a size for 
electromagnetic coupling to an inductive loop antenna (No. 40). 

For claim 4 . Figure 1 of Liu displays a compensating element having a rectilinear 

shape. 

For claim 6 , the element of Liu also includes a substrate (No. 20) upon which the 
loop is disclosed. 

For claim 10 , the RFID tag taught by Liu includes the following claimed subject 
matter, 1) the claimed inductive loop antenna is met by the antenna (No. 40) and 2) the 
claimed compensating element is met by the inner and outer loops (Nos. 50 and 30). 

For claim 13 . the interior of the chip seen in Liu is designed for RFID circuitry to 
be placed within. 

For claim 14 . the compensating element of Liu comprises a closed loop of 
conductive material. 

For claim 15 , the closed loops of Liu are rectilinear in shape. 

For claim 19 . the inner loop (No. 50) of Liu is disposed within an innermost loop 
of the loop antenna. 

For claim 21 , the outer loop (No. 30) is disposed outside the loop antenna. 

For claim 26 , the closed loops seen in Figure 1 has an axis aligned with the axis 
of the loop antenna. 
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For claims 27 and 28 , the closed loop of Liu is substantially coplanar and 
proximate to a plane of the inductive antenna. 

For claim 30 , the compensating closed loops of Liu are physically separate from 
the loop antenna. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which fornis the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 2, 3, 1 1. 12. 18. 20, 22-25. 29. and 31 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Liu et aL 

For claim 2 , as a parasitic current is an inherent property of the closed loop found 
in Liu, this is not considered a patentable innovation and an obvious property of the 
conductive closed loop. 

For claim 3 . die cut metal foils as well as patterned metal foils and conductive 
metals have been used in circuitry construction for many years. The inclusion of one of 
these techniques to create the closed loop is an obvious use of the crowded prior art. 

For claim 1 1 , the claim is interpreted and rejected for the same reason as claim 2 

above. 
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For claim 12 . as interrogating antenna for RFID systems inherently detect RFID 
tags, even in close proximity of other RFID tags thereto, this is considered an inherent 
property of RFID systems and therefore not a patentable innovation. 

For claim 18 . as the parasitic loops of Liu affect the impedance and resonant 
frequency of the feed loop (No. 40), this is considered electrically connected to the loop 
antenna. 

For claims 20. 22. 24, and 25 , the exact location of the loop is a matter best left 
to the designer or user of the RFID tag to maximize the compensation of the closed 
loop. As the exact position does not produce a new or unexpected result, this is 
considered an obvious variation on the prior art. 

For claim 23 , die cut metal foils as well as patterned metal foils and conductive 
metals have been used in circuitry construction for many years. The inclusion of one of 
these techniques to create the closed loop is an obvious use of the crowded prior art. 

For claim 31 , either closed loop of the Liu reference is electrically "connected" to 
the feed loop antenna. 

12. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Liu et al 
in view of Brady et al [U.S. 6,285,342]. 

For claim 5 . the element taught by Liu includes the claimed subject matter as 
discussed in the rejection of claim 1 above. However, the element is not circular in 
shape. 
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Loops have been applied to RFID tags in many different shapes and relative 
sizes. The tag with resonant antenna taught by Brady includes one possible tag having 
a circular closed loop (No. 428). As this is plain evidence that loops have been applied 
in circular fashion, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to include a circular loop for the purpose of taking 
advantage of a common and well-known loop configuration. 

13. Claims 7-9 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Liu et al in view of Jesser [U.S. 7,075,435]. 

For claim 7 . the element taught by Liu includes the claimed subject matter as 
discussed in the rejection of claim 6 above. However, there is no mention of adhesive 
disposed on the substrate. 

To apply adhesive to an RFID tag substrate is not new in the prior art. The 
assembly and system taught by Jesser includes an adhesive (Col. 3, Ln. 29-30) to 
facilitate attachment to a shipping container. As this is a common use for RFID tags, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to include an adhesive on the substrate of Liu for the purpose of easy attachment 
and tracking of a container under surveillance. 

For claims 8 and 9 . the location of the adhesive is not a patentable innovation, as 
the function of the element and adhesive are not affected by the presence of said 
adhesive. This is considered an obvious variation on the prior art. 
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For claim 29 . the Jesser reference mentions several operating frequencies for 
this system, one being 13.5 MHz. 

14. Claims 46-50 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Liu et al in view of Gershenfeld et al [U.S. 6,724,310]. 

For claim 46 . the RFID tag taught by Liu includes the following claimed subject 
matter, as noted, 1) the claimed substrate is met by the substrate (No. 20), 2) the 
claimed inductive loop antenna is met by the antenna (No. 40) and 3) the claimed 
compensating element is met by the inner and outer loops (Nos. 50 and 30). However, 
there is no mention of a dielectric spacer positioned between the substrate and a 
conductive surface. 

The wireless monitoring and identification taught by Gershenfeld includes a 
dielectric spacer (No. 165) so that the wireless tags will be separately detectable, even 
though a shift in resonance frequency occurs. As this is plain evidence that wireless 
tags have used dielectric spacers for some time, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to include a dielectric spacer 
in the tag found in Liu for the purpose of increasing detectability of said RFID tag. 

For claims 47-50 , the dielectric constant and thickness of the spacer is not 
considered a patentable innovation as several different thicknesses and constants may 
be used depending upon the application of the particular RFID tag. This is considered 
an obvious variation on the prior art. 
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15. Claims 17 and 32-35 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

1 6. The following is a statement of reasons for the indication of allowable subject 

matter: 

The objected claims present several specific embodiments of the compensating 
element in relation to the antenna, such as electrical isolation from the antenna or two 
loops of the inductive loop antenna being electrically connected to a different one other 
loop of the inductive loop antenna. This is considered unobvious in light of the prior art. 

17. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Reeb [U.S. 4,694,283] uses a dielectric spacer in a tag-like strip afTixable to an 

article. 

Reeb [U.S. 5,285,191] uses two conductive paths with a dielectric spacer 
between. 

Nicholson et al [U.S. 6,563,425] has at least one continuous passive loop. 

1 8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John A. Tweel, Jr. whose telephone number is 571 272 
2969. The examiner can normally be reached on M-F 10-6:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeff Hofsass can be reached on 571 272 2981 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomiation for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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8/15/06 




JOHNTWEEL 
PRIMARY EXAMINER 



